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REMARKS 

This responds to the Office Action mailed on September 24, 2007. No claims are 
amended, canceled or added. Thus, claims 1-20 remain pending in this application. 

Prosecution History 

Applicant notes that the Office has submitted an unusually large number of non-final 
office actions in this matter. Applicant received the following from the patent office: 

• Restriction Requirement in August, 2003. 

• Office Action in February, 2004. 

• Office Action in December, 2004. 

• Restriction Requirement in November, 2005. 

• Restriction Requirement in April, 2006. 

• Office Action in July, 2006. 

• Office Action in April, 2007. 

• Office Action in September, 2007. 

The Office Actions apply different references. However, the Office Actions with the new 

references do not address Applicant's arguments to traverse the previous rejections. 

Further, Applicant notes that the rejections are improperly conclusory, and do not comply 

with 37 CFR §1.104 Nature of Examination. For example. Applicant asserts that the Office 

Actions are not consistent with the following provisions: 

"The reasons for any adverse action or any objection or requirement will be stated 
in an Office action and such information or references will be given as may be 
useful in aiding the applicant ... to judge the propriety of continuing the 
prosecution." 3 7 CFR §1. 104(a)(2). "In rejecting claims for want of novelty or 
for obviousness, the examiner must cite the best references at his or her 
command. When a reference is complex or shows or describes inventions other 
than that claimed by the applicant, the particular part relied on must be designated 
as nearly as practicable. The pertinence of each reference, if not apparent, must 
be clearly explained and each rejected claim specified." 37 CFR §1. 104(c)(2). 
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In an effort to avoid unnecessary expenditures of the limited resources of botli tlie Patent 
Office and Applicant by protracting the prosecution of this application further, Applicant 
respectfully requests the Office to assist the Applicant in prosecuting this application to finality. 
Applicant asserts that application is in condition for allowance, and respectfully requests the 
Office to allow this application. Should the Office choose to issue another Office Action, 
Applicant respectfully requests the Office to specifically address Applicant's arguments in the 
Office Action using the currently applied or any newly applied reference(s), and to comply with 
37 CFR §1.104. 



§ 102 Re jection o f the Claims 

Claims 1, 3, 6-7, 11-15 and 16-17 were rejected under 35 U.S.C. § 102(e) for anticipation 
by Seligman (US 6,151,400). Applicant respectfully traverses for at least the following reasons. 

All of the claims refer to "apparent modulation." Seligman does not reference apparent 
modulation. Applicant respectfully submits that one of ordinary skill in the art would understand 
"apparent modulation" upon reading and comprehending the application, including page 5 lines 
13 to page 6 line 3, page 7 line 28 to page 9 line 8 of Applicant's specification. As provided in 
Applicant's specification at page 5 lines 17-19, apparent modulation occurs when the frequency 
of the signal is slightly removed from a rational factor of the sampling frequency. Applicant 
cannot find any express or inherent disclosure in Seligman that distortions arising from apparent 
modulation are inhibited. 

The Office Action asserts: 

Seligman discloses a hearing aid for processing an input signal or an apparatus 
for processing a digital audio signal in Fig. 1, comprising: a microphone 10, a 
digital processor or detector including an inhibitor having an envelop detector 
for smoothing the input signal (envelope detector 1 7) to inhibits or excludes or 
reduces distortions arising from apparent modulation (inherent input signal 
modulation as discussed in Col. 1, lines 21-52) of input signal due to sampling of 
the input signal (col. 3 lines 21-26), and an adjust (VGA 11) to adjust 
amplification of the input digital audio signal. 



Applicant traverses this assertion of the Office, and respectfully submits that the Office 
mischaracterizes Seligman in this statement. The Office argues that Seligman shows an inhibitor 
having an envelope detector. However, the Office only identifies envelope detector 17 in 
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Seligman. An inhibitor is not equivalent to the envelope detector. There is no express or 
inherent disclosure in Seligman that the envelope detector 17 smoothes the input signal to inhibit 
or exclude or reduce distortions from apparent modulation, as asserted by the Office. Seligman 
refers to the envelope detector at col. 2 lines 43-44, which states: The amplifier output 20 is 
processed by envelope de tector 1 7 which rectifies signal 20 and removes the audio frequencies. 
Applicant respectfully asserts that this does not inhibit or exclude or reduce distortions from 
apparent modulation. 

The Office asserts that that inhibiting or excluding or reducing distortions arising form 
apparent modulation is inherent. However, Applicant asserts that the Office has not provided 
evidence that supports the assertion of inherency.' The Office cites col. 1 lines 21-52; however 
this portion of Seligman refers to AGC gains. The Office also cites col. 3 lines 1-26; however, 
this portion of Seligman an analog to digital converter with a sample rate. Applicant finds no 
reference to inhibiting or excluding or reducing distortions arising form apparent modulation. 
The Office provided no evidence that makes clear that the missing descriptive matter is 
necessarily present in the reference, and that it would be so recognized by persons of ordinary 
skill. 

Additionally, Applicant asserts that the reference needs to enable the claimed subject 
matter in order to anticipate the claims.^ Applicant respectfully asserts that Seligman does not 
enable the subject matter that is presently claimed in this application. 



' "To serve as an anticipating when the reference is silent about the asserted inherent characteristic, such gap in the 
reference may be filled with recourse to extrinsic evidence. Such evidence must make clear that the missing 
descriptive matter is necessarily present in the thing described in the reference, and that it would be so recognized by 
persons of ordinary skill." Continental Can Co. v. Monsanto Co., 948 F.2d 1264, 1268 (Fed. Cir. 1991). "This 
modest flexibility in the rule that 'anticipation' requires that every element of the claims appear in a single reference 
accommodates situations where the common knowledge of technologists is not recorded in the reference; that is, 
where technological facts are known to those in the field of the invention, albeit not known to judges." Id. at 1269. 
"[The inherent disclosure] must be necessarily present and a person of ordinary skill in the art would recognize its 
presence."(emphasis added) Crown Operations Intl. v. Solutia, Inc., 289 F.3d 1367, 1377 (Fed. Cir. 2002). An 
assertion of inherency can be rebutted by evidence showing that the prior art products do not necessarily possess the 
characteristics of the claimed product. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). 

^ In order to be anticipating, a prior art reference must be enabling so that the claimed subject matter may be made or 
used by one skilled in the art. Amgenlnc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1354 (Fed. Cir. 2003); 
Helifix, Ltd. v. Blok-Lolc, Ltd, 208 F.3d 1339, 1346 (Fed. Cir. 2000); Akzo N. V. v. U.S. Int'l Trade Comm 'n, 808 
F.2d 147 1 , 1479 (Fed. Cir. 1 986). Prior art is not enabling so as to be anticipating if it does not enable a person of 
ordinary skill in the art to carry out the invention. See Elan Pharms., Inc. v. Mayo Found., 346 F.3d 1051, 1057 
(Fed. Cir. 2003). 
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With respect to independent claim 1, Applicant is unable to find, among other things, in 
Seligman a showing or suggestion of a hearing aid comprising, among other things, a digital 
processor to process the input signal at a gain, where the processor includes an inhibitor to 
inhibit distortions and an adjuster to adjust the gain of the input signal, and where the inhibitor 
smoothes an envelope of the input signal so as to inhibit distortions arising from apparent 
modulation of the input signal due to sampling of the input signal, as recited in the claim. Claim 
3 depends on claim 1 and is asserted to be in condition for allowance with respect to claim 1 . 

With respect to independent claim 6, Applicant is unable to find, among other things, in 
Seligman a showing or suggestion of a method comprising, among other things, sampling an 
input signal, and smoothing an envelope of the input signal where the smoothing inhibits 
distortions arising from apparent modulation of the input signal produced by sampling the input 
signal, as recited in the claim. Claim 7 depends on claim 6 and is asserted to be in condition for 
allowance with claim 6. 

With respect to independent claim 1 1 , Applicant is unable to find, among other things, in 
Seligman a showing or suggestion of an apparatus for processing a digital audio signal that 
includes an adjuster to adjust amplification of the digital audio signal, and a detector to form a 
smooth envelope that is a rectified version of the digital audio signal, where the detector presents 
the smooth envelope to the adjuster, and the smooth envelope excludes apparent modulation of 
the digital audio signal, as recited in the claim. Claims 12-15 depend on claim 1 1 and are 
asserted to be in condition for allowance with claim 1 1 . 

With respect to claim 16, Applicant is unable to find, among other things, in Seligman a 
showing or suggestion of a hearing aid for processing an input signal comprising, among other 
things, a sampler to sample the amplified input signal, a detector to form a smooth envelope that 
is rectified, and an adjuster to adjust the gain of the preamplifier if the smooth envelope is greater 
than a threshold to reduce distortions due to an apparent modulation arising from sampling of the 
amplified input signal, as recited in the claim. Claim 17 depends on claim 16, and is asserted to 
be in condition for allowance with claim 16. 
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§ 103 Rejection of the Claims 
Claims 2, 4-5, 8-10 and 18-20 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Seligman in view of IBM (IBM Tech Disclosure Bulletin, 1993). Applicant 
respectfully traverses, asserting that the proposed addition of IBM to Seligman does not cure the 
deficiencies of the rejections of the independent claims using Seligman, as discussed above. 
Claims 2 and 4-5 depend on claim 1 , and are asserted to be in condition for allowance with claim 
1 . Claims 8-10 depend on claim 6, and are asserted to be in condition for allowance with claim 
6. Claims 18-20 depend on claim 16, and are asserted to be in condition for allowance with 
claim 16. 
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CONCLUSION 

Applicant respectfully submits that the claims are in condition for allowance, and 
notification to that effect is earnestly requested. The Examiner is invited to telephone 
Applicant's attorney at (612) 373-6960 to facilitate prosecution of this application. 

If necessary, please charge any additional fees or credit overpayment to Deposit Account 
No. 19-0743. 



Date I '23-0^ 



Respectfully submitted, 

SCHWEGMAN, LUNDBERG & WOESSNER, P.A. 
P.O.Box 2938 
Minneapolis, MN 55402 
(612) 373-6960 



vlarvin L. Beekman 
Reg. No. 38,377 
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filing system EFS-Web, and is addressed to: Mail Stop Amendment, Commissioner of Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on 
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